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Disposition of Claims 

4) ^ Claim(s) 1-32 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-32 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20080415 



Application/Control Number: 10/828,893 Page 2 

Art Unit: 1794 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 2/20/08 
has been entered. 

2. Claims 1-32 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The specification as originally filed does not 
provide support for the limitation that the continuous phase comprises amorphous 
polymers, that the continuous phase comprises one or more non-chlorinated cationic 
polymer or that the cationic polymers comprise at least one cationic functional group or 
wherein the continuous phase has an overall cationic charge. The specification does 
not state whether the polymers are amorphous, crystalline or semi crystalline, does not 
contain the negative limitation regarding non-chlorinated cationic polymers, does not 
refer t cationic functional groups or to the polymer being a cationic polymer The 
specification does state that preferred polymers comprise cationic groups, (paragraph 
061). However, this is not the same as having a cationic charged or having cationic 
functional groups. . 
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3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Polovina, U.S. Patent No. 3,798,057 as further evidenced by "Raman scattering in 
amorphous and crystalline materials: a study of epoxy resin and DGEBA" in view of . 
Polovina discloses a fibrous web which is impregnated with a composition comprising a 
polyepoxy compound. See col. 1 , lines 61- col. 2, line 3; col. 3, lines 6-26. The 
impregnating composition corresponds to the claimed continuous phase. The 
impregnated fibrous web is useful as a water contact body for evaporative coolers. The 
impregnating composition can further comprise fillers which correspond to the claimed 
discontinuous phase in an amount of up to 50 percent. See col. 3, lines 27-49. The 
finished product comprises 10-30 percent of the impregnating composition by weight of 
the finished product. See col. 4, lines 44-46. Polovina differs from the claimed 
invention because it does not particularly disclose the claimed non polar solubility 
parameter, the polar solubility parameter, the hydrogen bond solubility parameter, the 
surface tension, interfacial tension or that the continuous phase is cationic. However, 
since Polovina discloses the same materials which are used for the same purpose, it is 
reasonable to presume that the materials of Polovina would meet the claimed property 
limitations. When the reference discloses all the limitations of a claim except a property 
or function, and the examiner cannot determine whether or not the reference inherently 
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possesses properties which anticipate or render obvious the claimed invention but has 
basis for shifting the burden of proof to applicant as in In re Fitzgerald, 619 F.2d 67, 205 
USPQ 594 (CCPA 1980). See M PEP §§2112-2112.02. Polovina teaches that the 
impregnating compound can comprise an epoxy resin which is a diglycidyl ether of 
bisphenol A, but does not specifically disclose that this material is amorphous. "Raman 
Scattering" establishes that diglycidyl ethers of bisphenol A can be amorphous 
polymers. See entire document. Therefore, since Polovina teaches that the 
impregnating composition comprises a diglycidyl ether of bisphenol A as the epoxy 
compound which is used in the impregnating compound, and "Raman Scattering" 
teaches that diglycidyl ethers of bisphenol A can be amorphous polymers, it would have 
been obvious to have selected an amorphous diglycidyl ether of bisphenol A as the 
epoxy resin in Polovina, since "Raman Scattering" establishes that diglycidyl ethers of 
bisphenol A which are amorphous polymers were known and therefore, since Polovina 
teaches diglycidyl ethers of bisphenol A generally, the choice of an amorphous 
diglycidyl ether of bisphenol A would have been obvious at the time the invention was 
made. 

5. With regard to the newly added limitation that Polovina is impregnated with a 
continuous phase "comprising one or more amorphous non-chlorinated cationic 
polymers" Polovina teaches epoxy resin compounds such as diglycidyl ether of 
bisphenol A but does not teach that the resin has a cationic charge. Nishiguchi et al 
teaches cationic coating composition comprising a modified epoxy resin. See col. 2 
lines 18-65. The epoxy resin is modified by reacting the epoxy resin with a polyol 
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compound in order to form a cationic coating. The coating has excellent corrosion 
resistance and adhesion properties. Therefore, it would have been obvious to have 
employed a cationic epoxy resin as taught by Nishiguchi as the epoxy resin in Polovina, 
with the expectation that the resin would have good corrosion resistance and excellent 
adhesion. 

6. Applicant's arguments filed 2/20/08 have been fully considered but they are not 
persuasive. Applicant argues that the skill artisan would readily know that given the 
physical parameters and characteristics of the polymers that the polymers are 
amorphous. However, Applicant does not provide any reasoning in support of this 
conclusion. The specification does not state whether the polymers are amorphous, 
crystalline or semi-crystalline. While Applicant states that the skilled artisan would know 
that the polymers described in the specification are amorphous, since Applicant does 
not explain why this is the case, the rejection is maintained. 

7. Additionally, new 1 12 1 st paragraph rejections are set forth above. The 
specification does not provide support for the negative limitation of "non-chlorinated" as 
claimed. Any negative limitation or exclusionary proviso must have basis in the original 
disclosure. The mere absence of a positive recitation is not basis for an exclusion. Any 
claim containing a negative limitation which does not have basis in the original 
disclosure should be rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. See Ex parte Grasselli, 231 USPQ 393 (Bd. 
App. 1983), aff'dmem., 783 F.2d453 (Fed. Cir. 1984). Further, the specification does 
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not state or describe that the polymers have a cationic charge or cationic functional 
groups. 

8. Applicant argues that since Polovina teaches including chlorinated polymers that 
the instant invention is distinct from what is taught by Polovina. However, the instant 
claims do not preclude the presence of chlorinated polymers. Rather, the claims recite 
that the fibrous web is impregnated with one or more non chlorinated cationic polymers. 
The material of Polovina meets this limitation since the web is impregnated with the 
epoxy resin. The claims use open language and do not preclude the presence of 
chlorinated resins, but rather positively recite that one ore more of the resins is non- 
chlorinated. Polovina therefore meets this limitation. With regard to the newly added 
limitations regarding the polymer having a cationic charge and cationic functional 
groups, as noted above, these limitations are new matter. However, since Polovina 
does not teach this limitation, the 102 rejection has been withdrawn and a new rejection 
addressing these limitations is set forth above. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth M. Cole whose telephone number is (571) 
272-1475. The examiner may be reached between 6:30 AM and 6:00 PM Monday 
through Wednesday, and 6:30 AM and 2 PM on Thursday. 

The examiner's supervisor Rena Dye may be reached at (571) 272-3186. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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The fax number for all official faxes is (571) 273-8300. 



/Elizabeth M. Cole/ 

Primary Examiner, Art Unit 1794 
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